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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MQNTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status ^ 

I )E3 Responsive to communication(s) filed on 6/24/04 . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) Hi 's/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1-5 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IX) All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.IEI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 
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DETAILED ACTION 
Status of Claims 

1 . Claims 1 -5 are pending in the present application. The amendment filed 3/1 2/02 
with the original papers was inadvertently not considered. Therefore, a non-final action 
is being issued to consider the previously submitted amended claims. 

Response to Arguments 

2. Applicant's arguments filed 6/24/04 have been fully considered and they are 
partially persuasive. Applicant argues Alper does not teach any specific feature of the 
disposable diaper and refers to col. 17, lines 54-56 of Alper, which generally references 
the adhesives of the Alper invention are 'useful in the assembly of disposable soft 
goods, such as for "disposable diapers, feminine napkins or the like'". However, 
applicant is directed to the page 3 of the Office Action mailed 3/26/04, where the 
examiner referred to Alper col. 1 , lines 57 through col. 2, line 3, where Alper specifically 
discloses the adhesive is used for landing strips, that is, bonding a reinforcing layer of 
polyolefin film to the polyethylene in the area opposite the tape tabs. Further, Alper 
suggests features of the disposable diaper, such as bonding of polyethylene, 
nonwoven, and absorbent pad to form a disposable diaper (col. 1 , lines 61-63). 

The argument with respect to the obviousness of the side flap provided on each 
side of a disposable diaper is persuasive. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Alper 
USPN 5149741 in view of Fries et al. USPN 5549592. 

As to claim 1 , Alper discloses a hot melt adhesive for bonding components of 
disposable diapers (col. 17, lines 52-56). Alper does not specifically disclose a 
disposable diaper having the claimed elements. However, it is old and well known and, 
therefore, obvious to one of ordinary skill in the art, that disposable diapers and sanitary 
napkins comprise a liquid-permeable topsheet, a liquid-impermeable backsheet, and a 
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liquid-retentive absorbent member disposed between the topsheet and backsheet. 
Alper discloses his hot melt adhesive has a melt viscosity within the claimed range 
(Table 1 and Table 2 and col. 18, lines 1-2). 

While Alper discloses the adhesive can be used for fastening tape tabs on a 
diaper as discussed above, Alper does not specifically disclose a side flap on each side 
of a back portion of the diaper and a tape tab for fastening the diaper on each side flap. 
Fries discloses a disposable undergarment having a tape fastener adhered to a 
nonwoven side flap (col. 16, lines 36-60 and col. 17, lines 35-37) for the benefit of 
providing a stronger and more reliable fastening system (col. 1 , lines 37-40). It would 
have been obvious to one having ordinary skill in the art to use a combined structure of 
the tab fastener with a nonwoven side flap in the invention of Alper for the benefits 
disclosed in Fries. 

With respect to the limitation of the melt viscosity, the specification contains no. 
disclosure of either the critical nature of the claim limitations nor any unexpected results 
arising therefrom, and that as such the limitations were arbitrary and therefore obvious. 
Such unsupported limitations cannot be a basis for patentability, since where 
patentability is said to be based upon particular dimensions or another variable in the 
claim, the applicant must show that the chosen variables are critical. In re Woodruff. 
919 F.2d 1575, 1578, 16 USPQ 2d 1934 (Fed. Cir. 1990). One having ordinary skill in 
the art would be able to determine through routine experimentation the ideal level of 
melt viscosity for a particular application. 
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As to the materials used in the side flap, pages 3 and 4 of the specification sets 
forth materials capable of having the claimed test results. Alper/Fries teaches similar 
materials for the nonwoven layer and (Fries col. 16, line 36 through col. 18, line 16). 
Thus, Alper/Fries obviously includes a tape tab and side flap capable of the claimed test 
results. When the structure recited in the reference is substantially identical to that of 
the claims of the instant invention, claimed properties or functions are presumed to be 
inherent (MPEP 21 1 2-21 12.01 ). A prima facie case of either anticipation or 
obviousness has been established when the reference discloses all the limitations of a 
claim except a property or function and the examiner can not determine whether or not 
the reference inherently possesses properties which anticipate or render obvious the 
claimed invention but has basis for shifting the burden of proof as in In re Fitzgerald, 
619 F.2d 67, 70 205 USPQ 594, 596 (CCPA 1980). 

As to claim 2, Alper/Fires discloses the present invention substantially as 
claimed. However, Alper/Fries does not disclose the claimed basis weight of the 
nonwoven fabric. In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 
(Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal Circuit 
held that, where the only difference between the prior art and the claims was a recitation 
of relative dimensions of the claimed device and a device having the claimed relative 
dimensions would not perform differently than the prior art device, the claimed device 
was not patentably distinct from the prior art device. 
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As to claim 3, Alper/Fries discloses a method for applying adhesive to a 
substrate Alper/Fires discloses the adhesive is suitable for diapers ( Alper col. 1 , lines 
58-67) where the hot melt adhesive is contained in a tank of an applicator to an 
application head through a feed conduit (Alper col. 2, lines 56-62). Alper discloses the 
tank is heated and the application system is heated (Alper col. 1 , lines 39-45; col. 2, 
lines 56-66). Alper does not specifically disclose the adhesive in the application head 
has a temperature lower than the adhesive in the tank. However, Alper discloses the 
need for the adhesive going to the substrate to be cooled (Alper col. 2, line 56 through 
col. 3, line 5). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the temperature of the adhesive in the application 
head to be lower than the temperature of the adhesive in the tank so the adhesive being 
deposited on the substrate is cool enough for heat-sensitive fibers, which Alper teaches 
is desired (Alper col. 3, lines 3-5). 

As to the materials used in the side flap, pages 3 and 4 of the specification sets 
forth materials capable of having the claimed test results. Alper/Fries teaches similar 
materials for the nonwoven layer and (Fries col. 16, line 36 through col. 18, line 16). 
Thus, Alper/Fries obviously includes a tape tab and side flap capable of the claimed test 
results. When the structure recited in the reference is substantially identical to that of 
the claims of the instant invention, claimed properties or functions are presumed to be 
inherent (MPEP 21 12-21 12.01 ). A prima facie case of either anticipation or 
obviousness has been established when the reference discloses all the limitations of a 
claim except a property or function and the examiner can not determine whether or not 
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the reference inherently possesses properties which anticipate or render obvious the 
claimed invention but has basis for shifting the burden of proof as in In re Fitzgerald, 
619 F.2d 67, 70 205 USPQ 594, 596 (CCPA 1980). 



As to claim 4, Alper/Fries discloses a method for applying adhesive to a 
substrate Alper/Fries discloses the adhesive is suitable for diapers (Alper col. 1 , lines 
58-67). Alper/Fries does not specifically disclose the temperature of the hot melt 
adhesive in the tank as compared to the temperature of the hot melt adhesive in the 
applicator. However, Alper/Fries discloses the need for the adhesive going to the 
substrate to be cooled (Alper col. 2, line 56 through col. 3, line 5). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
the temperature of the adhesive in the application head to be lower than the 
temperature of the adhesive in the tank so the adhesive being deposited on the 
substrate is cool enough for heat-sensitive fibers, which Alper/Fries teaches is desired 
(Alper col. 3, lines 3-5). 

As to claim 5, Alper/Fries discloses the present invention substantially as 
claimed. Alper/Fries discloses the melt viscosity of the hot melt adhesive within the 
claimed range (Alper Table 1 and Table 2 and col. 18, lines 1-2). However, Alper/Fries 
does not specifically disclose the viscosity of the adhesive in the application head. 



Application/Control Number: 10/088,600 Page 8 

Art Unit: 3761 

Alper/Fries teaches reducing the temperature of the adhesive composition even if the 
air stream of the spray nozzle is heated (Alper col. 2, lines 55-66; col. 12, lines 24-30 
and 61-62). Alper further teaches higher viscosities occur with lower temperatures 
(Alper col. 3, lines 1-9 and 49-52). Alper/Fries recognizes the adhesive temperature 
can be varied with his adhesive composition and this will affect viscosity. Alper/Fries, 
therefore recognizes the viscosity is a result effective variable of temperature and 
composition. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide the article of Alper/Fries with the claimed viscosity of 
the adhesive in the application head, since discovering an optimum value of a result 
effective variable involves only routine skill in the art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacqueline F Stephens whose telephone number is 
(703) 308-8320. The examiner can normally be reached on Monday-Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Schwartz can be reached on (703)308-1412. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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